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REMARKS/ARGUMENTS 



Claims 10-22, 35-37 and 39-41 are cunently pending in the present application. Claims 
1-9 and 23-34 were withdrawn from consideration, by way of a Response to a Restriction 
Requirement, mailed December 5, 2005* 

r'laim O bjections 

Claim 17 is objected to due to informalities. The Office Action indicates that it is not 
clear how the circumferential gap is incorporated in the sliield. Applicants respectfiilly disagree 
and point to FIG, 7A and paragraph 53 of the Specification as at least two places in Applicants' 
original disclosure that describes how a circumferential gap is incorporated in a shield of tihe 



FIG. 7 A shows a shield 5S of the invention with an insulating g^p 75. 
This gap 75 is composed of an insulating material (e.g. fiberglass, ceramic, 
RANDOLITE™)- It may be placed anywhere along Ae shield, but it is generally 
easier to construct the insulating gap 75 at one of the shield ends. One skilled in 
the art can choose a technique &om the many known in practice to fbnn a gap. 
The insulating material can be a separate piece bonded in place or felwicated onto 
the shield {e.g. molded elastomer or a composite insulating mat^ial) as an 
integral part In some embodiments, the insulating material may be disposed and 
captured by a step in the shield (not shown). 

Specification, 1153. 

Withdrawal of the Examiner's objection to claim 17 is respectfiilly requested. 

Claims 10-15, 17-22, 35, 36, 39, 40 and 41 are rejected under 35 U.S.C. §103(a) as 
beiiig unpatenablc over U.S. Patent No. 3,408,561 ("RedwinO in view of Applicants* 
Admitted Prior Art ("AAPA'O- Claims 16 and 37 are rejected under 35 U.S.C. § 103(a) as bemg 
unpatenable over U.S. Rcdwine *561 in view of AAPA as applied to claims 10 and 35 and in 
fiirther view of U.S. Patent No. 6,100,696 ("Sinclair"). Applicants traverse each of the above 
rejections, for reasons set forth below* 

With respect to claim 10, Redwine fails to disclose *'a lateral resistivity sensor disposed 
in a recess" as required by claim 1 . The structure in Redwine that is presented as a '"recess** (in 



invention: 
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which receiving toroid 40 is disposed) does not appear to be a '"recess in a tubular*" at all, or at 
least a recess as defined by the clamed invention. In Redwine, the outer wall of the central 
mandrel 22 (which is one part of the sub 20) is merely pared or stepped down from the larger 
outside diameter of the lower shoulder 3 1 . This creates a **reduced diameter portion*' about 
which cylindrical components may be supported without extending radially past the larger 
outside diameter of the mandreL (See discussion of ''reduced diameter portion of the mandrel 
22" in coL 3, Ins* 33-75). This reduced diameter portion of the mandrel, which is being constriKd 
as a **tecess*', extends fiom the upper shoulder 30 as shown in FIG, 3-B, which end of the mandrel 
22 is thteadedly connected wifli an upper section 25 of tfie sub 20, all the way down to the lower 
shoulder 31 as shown in FIG. 3- A. The end or upper shoulder 30 is actually at the same reduced 
diameter as the rest of the "recess,** while the lower shoulder 3 1 is stepped up to the larger outside 
diameter* Over this reduced diameter portion of the mandrel 22, multiple cylindrical 
components are supported, including the insulating material in which the receiving toroid 40 is 
embedded, the steel band 43, and various q>acing and insulating cylinders (items 42 and 45 in FIG. 
3-A-and items 45, 52, 54, and 55 in FIG. 3-B). Each of these components has an outside diameto'. 
that substantially matches the outside diameter at the lower shoulder 3 1 of the mandrel 22. 

Noting tiic relatively great length of this suggested ''iwess" as shown in FIGS. 3-A and S-B, 
it is clear tiiat it is not the "indentation*' or "small hollow'' generally recognized as a recess. 
Pediaps, that is wiiy it is called a "reduced diameter portion" rather than a '"recess" . This '^reduced 
diameter portion'* takes vp most of the outer portion of the mandrel 22 in FIGS. 3-A and 3-B and 
supports ahnost all of the major components on the outside of the central mandrel 22. Applicant 
notes also tiiat this suggested "recess" of the central mandrel 22 is actually "open" at the upper 
shoulder 30. The upper shoulder 30 is at the same reduced diameter The suggested ''recess" is not 
bordered by a perimeter edge or rim on both sides from which the recess recedes. 

It would seem that the "recess" defined by (in between) the lower shoulder 3 1 and the steel 
band 41 would be closer in stmcture and function to a recess according to tine inventioit It is in the 
space between these two components where the receiving toroid 40 is located. This space or recess 
is not a ' *tecess in die elongated tubular" as required by claim 1 however, as it is not in or defined 
by the elongated tubular* 
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Redwine appears to follow the fonnerly standard practice of using sleeves and cylinders 
mounted about the tool or mandrel to space and secure the components that have to be mounted on 
the tubular, while maintaining the strmgth of the tool. No recess is formed in the tubular. The tool 
only exhibits a reduced diameter portion that is then made up and covered by these sleeves and 
cylinders. Applicant notes agqin that the concept of forming a recess to contain functional 
components into the tubular was not conventional practice at the time of the invention, for fear that 
sudi **cut outs" would compromise the structural int^ri^ of the tool, prssent construction 
difficulties, and prove difScult for maintenance or replacement of the contained components* See 
e.^.. Applicants' Specificalion, ^5. 

Rfidwine also does not disclose a shield ^disposed on and about the tubular to cover the 
recess* . Ref^xing to FIG. 3 A of Redwine, the receiving toroid 40 is indeed disposed beneath the 
outer wall of the mandcel 22, and a steel band 43 is disposed inside the same reduced diameter 
section. The steel band 43 includes a longitudinal overhang that ^ishrouds the receiving toroid 40. 
The steel band 43 does not, however, cover the rest of the recess as required by claim 10. 
Furthemiore, even if the reduced diameter section were construed as a recess in Redwine, the steel 
band 43 is disposed in that rece^ and thus, is not disposed on the tubular, as also required by claim 
10. 

To further distinguish the difference between the recess and shield of the claimed invention 
and the '^recess" and steel band of Redwine, claim 1 is amended to recite additional stroctural 
limitations. First, the recess is defined as "a recess in an outer wall of the tubular and extending 

* 

circumferentially about the longitudinal axis of the tubular, wherein the recess recedes from a 
jBbrst edge at the outer wall of the tubular and a second edge at the outer wa ll of the tubular, the 
first edge being spaced longitudinallv across the recess from the second edee. ." For support, 
sec e,g.^ FIGS, 4-6, 8-9, and 11, and accompanying descriptions, including and 62. Claim 

1 is also amended to further recite the shield as being ''disposed on and about the outer wall of 
the tubular and extending across the recess t o cover the recess and the latoral resistivity sensor." 
See e.g., FIGS, 4-6 and 11 and 52-53, and 63. 

The suggested "recess" of Redwine clearly does not recede fiom a first edge and a 
second edge of the outer wall of the mandrel Perhaps, the edge of the lower shoulder 31 may 



PAGE 8/1 1 ' RCVD AT \mm 3:07:58 PM [Eastern Daylight Tone] ' SVR:USPTO-EFXRF^I24 ' DNiS:2738300 ' CSID:7138618210 ' DURATION (initt-ss):0240 



10/15/2008 14:08 7138618210 #0056 P. 008/011 

Serial No. 10/708^6 

Amdt Dated OctobCT 1 5, 2008 

Nott-FiDal Office Action mailed June 16, 200S 

be construed as a first edge, but there is no second edge to match it Moreover, the steel band 
43 is not disposed on and about the outer wall of the tubular, but instead sits beneath the outer 
wall and within liie "recess." 

Accordingly, the combination of Redwine and AAPA fails to teach or suggest (i) a 
lateral resistivity sensor disposed in a recess and (ii) a shield to cover the recess and the lateral 
resistivity sensor, as required by claim 10. 

In the alternative, Redwine does not disclose a circumferential gap extending continuously 
about the tubular as jwovided by the claimed invention- There is no ciicumferential gap in or on 
the steel band 43 nor on ihe mandrel 22. To further highlight this distinguishing feature, the 
circumferential gap is further recited as being located separately fiom the recess and e xtending 
continuously about the tubular. It is, therefore, clear that the '*recess" or "recess material'' in 
Redwine does not constitute a "circumferential gjsp^ as required by claim 1 0» 

For reasons as discussed above, the combination of Redwine and AAPA feils to teach or 
suggest one or more elements of claun 10* This combing on of references does not, therefore, 
provide a proper basis for a non-obviousness rejectioiL Accordingly, claim 10 and dependent 
claims 1 1-22 are in condition for allowance. 

Dependent claim 1 7 recites finther that the circumferential g9p is incorporated in the shield. 
This claim is directed to one embodiment of the invention, and defines fiirther structural limitatioiis 
of the "circumferential gap.*' Support may be found in FIG. 8 and accompanying descriptions. 
Clearly, the steel band 43 in Redwine (which has been constmed to be a "shield") docs not have a 
g^ incorporated therein. Redwine's steel band 43 is depicted as being uniformly composed of a 
steel material. Claim 17 contains, therefore, additional patentable subject matter. 

Dependent claim 19 has been further amended to recite that the circumferential gap is 
incorporated in the tubular awav from the recess . This claim is directed to another embodiment of 
the invention, and defines fiarther structural limitations of the "circumferential gsp.^ As discussed 
above, Redwine does not appear to promote any **cut-outs" or recesses in the tubular. Redwine 
also docs not disclose any other "recess" proximate the suggested '*iecess" (that contains the 
receiving toroid 40) and that would provide the junction of preventing electrical current flow in the 
shield. Claim 19 contains, therefore, additional patentable subject matter. 
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Dependent claim 21 further recites that said recess contains both the induction or 
piopagadon resistivity antenna and the lateral resistivity sensor. Apart ftom the fact that nothing in 
Redwine and/or the AAPA suggests disposing the lateral resistivity sensor in a recess, there is 
nothing in these inferences to suggest that tiie two sensor components should be placed together in 



sensor and an induction or propagation antenna. That teaching comes exclusively from the present 
invention. Accordingly, dependent daim 20 recites additional patentable subject matter. 

The method of amended claim 35 recites steps not taught or suggested by the proposed 
combination of references, for reasons similar to those discussed above in respea to claim 10, 
Accordingly, claim 35 and dependent claims 36-41 are also patentable over the cited references 
and are in condition for allowance. 

In view of the above, each of the presently pendii^ claims in this application is believed 
to be in condition for immediate allowance. 

A Petition for 1-Month Extension of Time is provided with this Response* If any other 
Petition is required of the application, this statement shall serve as Applicants' -Petition to the 
U.S.PXO. The Conmiissioner is hereby authorized to charge any additional fees or credit any 
overpayments related to this response to Deposit Account No. 190610 (24*080SUS). 

The undersigned is available for consultation at any time, if the Examiner believes such 
consultation may expedite the resolution of any issues. 

Respectfully submitted. 

Date: _Z^j4iki_ ff d Jyf. 



Alberto Q. Amatong, Jr. 

Registration No. 41,850 

The Amatong Law Finn, PLLC 

P.O. Box 70889 

Houston, Texas 77270-70889 

Phone:(713)527-0467 

Fax: (866) 676-7879 
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